INTRODUCTION
Traditionally, trade secrecy and patent rights have been considered mutually exclusive. 1 Trade secret rights are premised on secrecy. Without it, they evaporate.
2 Patent rights, on the other hand, require public disclosure.
3 Absent a sufficiently detailed description of the invention, patents are invalid. 4 However, with the passage of the Leahy-Smith America Invents Act ("AIA") 5 last fall, this once black-and-white distinction may melt into something a little more gray. Buried amidst myriad tweaks to the Patent Act is one that has the potential to substantially change the boundary between patent and trade secret protection. For the first time since 1952, and as a practical matter since 1870, an inventor's failure to disclose in her patent the preferred method for carrying out the invention-the so-called "best mode"-will no longer invalidate her patent rights or otherwise render them unenforceable. 6 This reform lowers patent Strandburg eds., 2009) ("Patent law and trade secret law cannot be coextensive because trade secrets must be secret and patents must be publicly disclosed."). 2 See RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 39 (1995) (defining a trade secret as "any information that can be used in the operation of a business or other enterprise and that is sufficiently valuable and secret to afford an actual or potential economic advantage over others."). 3 See Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 63 (1998) (" [T] he patent system represents a carefully crafted bargain that encourages . . . the public disclosure of new and useful advances in technology, in return for an exclusive monopoly for a limited period of time."). 4 See 35 U.S.C. § 112 (2006) ("The specification shall contain a written description of the invention . . . in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains . . . to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention."); In re Wright, 999 F.2d 1557, 1561 (Fed. Cir. 1993) (" [T] o be enabling, the specification of a patent must teach those skilled in the art how to make and use the full scope of the claimed invention without 'undue experimentation.'"). applicants' disclosure incentives and may usher in a new era of patent practice in which inventors attempt to secure both twentyyear patent terms and possibly indefinite trade secret protection for their inventions-an outcome that Congress may not have considered before passing the law. 7 Patent owners, applicants, attorneys, and courts will soon have to navigate the implications of this important change. 8 In this brief Essay, we explain why it may become routine after patent reform for patentees to attempt to assert both patent rights and trade secret rights for preferred embodiments of their invention in certain types of cases. We also consider potentially undesirable ramifications of this change and suggest one approach courts may use to limit claims of concurrent trade secret and patent protection when equity demands. 09/guest-post-because-inquiring-minds-want-to-know-best-modewhy-is-it-one-sided-.html (describing congressional intent in the AIA legislative process as removing best mode only from litigation while maintaining the requirement for disclosure). 8 See infra note 54 and accompanying text (explaining that AIA's changes to best mode became effective upon its enactment on September 16, 2011). Most patent cases filed after the AIA's enactment are still at the discovery stage at the time of this Essay's publication. See Catherine Rajwani, Controlling Costs in Patent Litigation, HARBOR LAW GROUP 2 (2008), http://www.harborlaw.com/ newsletters/november.pdf (estimating that in a patent case fact discovery will last approximately 9 months from the answer deadline). Few of these cases will reach the summary judgment stage or trial-where there may be a substantive decision on best mode-until 2013. See id.; see also Mark A. Lemley, Where to File Your Patent Case, 38 AIPLA Q.J. 401, 416-18 tbl.6 (2010) (finding the average time to trial in a patent case is longer than two years in most districts).
I. THE TRADE SECRET-PATENT DICHOTOMY AND BEST MODE BEFORE AIA
Patentees have long been obligated to disclose in their patents enough information to teach others skilled in the relevant technological field how to use the invention once their patent rights expire. This requirement, called enablement, is "part of the quid pro quo of the patent bargain"-disclosure in exchange for a limited monopoly. 9 Enablement, however, only serves as a floor for disclosure 10 -it requires a patentee to provide enough information "for a person skilled in the art to make and use the invention without undue experimentation" and nothing more.
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Best mode, 12 which is "'separate and distinct from enablement,'" 13 helps fill the gap between enablement's minimum disclosure and the inventor's own knowledge about her preferred implementation of the invention. Its purpose "is to restrain inventors from applying for patents while at the same time concealing from the public preferred embodiments of the inventions they have in fact conceived." 14 Best mode requires a patent applicant "'to disclose the best mode contemplated by him, as of the time he executes the application, of carrying out the invention.'" 15 Unlike enablement, then, best mode has both subjective and objective components. The first part, which is subjective, inquires "whether the inventor considered a particular mode of practicing the invention to be superior to all other modes at the time of filing" the application. 16 If so, the inventor must satisfy the objective prong, which requires that she "adequately disclose[] the mode . . . considered to be superior." 17 In addition to teaching future generations how to make and use the patented invention (in theory, anyway 18 ), patent law's disclosure requirements also ensure that the invention eventually enters the public domain where it can be used by all for free. Like any other public disclosure, a patentee's disclosure of the best mode excludes trade secret protection for the invention's preferred embodiment. 19 The Uniform Trade Secrets Act ("UTSA"), which has been adopted by 46 states, 20 defines a trade secret as "information . . . that . . . derives independent economic value . . . from not being generally known to, and not being readily ascertainable by proper means by, other persons who can obtain economic value from its disclosure or use." 21 The dissemination of an alleged trade secret in a patent-or, since 1999, in a published patent application
22
-is antithetical to this secrecy requirement. "Publication in a patent destroys the trade secret because patents are intended to be widely disclosed." Under the 1952 Patent Act, an inventor's failure to disclose best mode during patent prosecution could result in a rejection by the patent examiner. 30 In practice, however, this was extremely uncommon because it required "the examiner to conclude that the inventor, at the time of filing the application, actually knew of a better mode of practicing the claimed invention." 31 Rather, the primary means of enforcing best mode was in litigation. Failure to disclose best mode in an issued patent was a defense to infringement and would render the patent invalid. 32 In addition, the intentional concealment of best mode also could result in a the AIA was signed into law on September 16, 2011. The AIA formally retained the best mode requirement in section 112 of the Patent Act, while at the same time eliminating the most important mechanism by far for enforcing that requirement. Specifically, section 15 of the AIA provides that "failure to disclose the best mode shall not be a basis on which any claim of a patent may be cancelled or held invalid or otherwise unenforceable." 35 Thus, post patent reform, "patents applicants must disclose the best mode to receive a patent, but in the event a patent is obtained despite a failure to comply with section 112's best mode requirement no challenge to the patent rights can be made on this failure."
36
This unusual result appears to be a compromise between those who wanted to preserve best mode in some fashion and those who wanted to eliminate it entirely. Influenced by the National Academies' 2004 report A Patent System for the 21st Century, 37 opponents cited several reasons for abolishing best mode. First, they argued that best mode "significantly increase[d] the expense and complexity of litigation" because it required extensive discovery into the inventor's subjective belief regarding whether she had a preferred implementation of the invention at the time of the patent application's filing. 38 As a result, they claimed, best 33 See, e.g., Consol. Aluminum Corp. v. Foseco Int'l Ltd., 910 F.2d 804, 807 (Fed. Cir. 1990 Second, opponents contended that best mode violations were difficult to prove because the doctrine is "inherently subjective" and "the best mode contemplated at the time of the invention may not be the best mode for practicing or using the invention years later" when the patent might wind up challenged in court. 40 Third, best mode was noted as inconsistent with international norms, as the requirement was unique to American law. 41 This imposed a burden on foreign applicants seeking patent protection in the U.S., as well as requiring domestic inventors to make a more detailed disclosure compared to foreign inventors who did not desire U.S. patent protection.
42
In contrast, proponents of maintaining the best mode requirement contended it was valuable because it required an inventor seeking patent protection to make a "high quality" disclosure.
43
As a 2007 House Judiciary Committee report explained:
The public policy behind [best mode] goes to the heart of the reason that patents existed in the United States[:] to advance technology (the useful arts) by rewarding inventors for teaching the public how to make and use their inventions in the best, most effective way of which they are aware. Its inclusion . . . is intended to preclude a patentee from maintaining a competitive advantage after patent expiration. 44 In light of these competing positions, members of the House and Senate initially split regarding best mode in patent 39 See, e.g., 157 CONG. REC. E1175 (daily ed. June 23, 2011) (statement of Rep. Mike Pence) ("In my view, the best mode requirement of American law imposes extraordinary and unnecessary costs on inventors."). 40 H.R. REP. NO. 112-98, at 52 (2011); see also S. REP. NO. 111-18, at 24-25 (2009); 157 CONG. REC. S1360 (daily ed. Mar. 8, 2011) (statement of Sen. Jon Kyl) (asserting that "many consider" best mode as a defense to patent infringement to be "subjective and possibly irrelevant, as the best mode may change over time"). 41 See, e.g., H.R. REP. NO. 112-98, at 52; S. REP. NO. 111-18, at 24; see also NAT'L RES. COUNCIL, supra note 37, at 121 ("Only the United States imposes a best mode requirement."). 42 See H.R. REP. NO. 110-314, at 44 (2009) ("The third objection to best mode is the expense it adds to international filings. Foreign patent applicants wishing to protect their inventions in the United States must amend or prepare their applications to meet a requirement that is unnecessary anywhere else."). 43 chambers passed bills that were substantively identical to the 2009 Senate bill regarding best mode. 53 The AIA's prohibition on best mode as a litigation defense was effective for all cases filed on or after the date of its enactment. 54 Notably, the legislative history of patent reform is largely silent regarding the possibility that removing the most common enforcement mechanisms for best mode-invalidity and unenforceability-might result in inventors withholding best mode from patent applications and subsequently claiming trade secret protection for it. In the rare occasion when trade secrecy was mentioned, however, Congress recognized its incompatibility with patent law. For instance, in its 2007 report supporting best mode's retention as a patentability requirement in section 112 but its removal as an invalidity defense, the House Judiciary Committee stated that "effectively retain[ing] a trade secret at the same time as receiving patent protection" would "break[] faith with the fundamental bargain of patent law."
55 But by removing the most credible enforcement mechanisms, 56 the AIA has apparently opened the door to this type of dual protection.
III. CONCURRENT PATENT AND TRADE SECRET RIGHTS AFTER THE AIA
In the remainder of this Essay, we discuss the likelihood that with this door now open, some patentees will attempt to claim both patent and trade secret protection by failing to disclose best mode. We then explain why this development appears problematic from a policy perspective. Finally, we offer one potential equitable hile it is technically true that amended 35 U.S.C. § 112 still 'requires' patent applicants to disclose a best mode if they know of one . . . . There is little dispute that this development has, as a practical matter, effectively eliminated the best mode requirement from patent law."). There may, however, be a few limited avenues for the PTO to attempt to enforce the best mode requirement during prosecution, such as through attorney disciplinary procedures at the PTO and the federal False Statements Statute, 18 U.S.C. § 1001(a). See Vacca, supra note 30, at 296-301.
response that can help prevent unscrupulous patentees from unfairly benefitting from their failure to disclose best mode.
A. Could Concurrent Protection Become Common?
Though some anticipate that very little will change as a result of the AIA's best mode reforms, 57 we predict that a significant number of patent owners will attempt to obtain beltand-suspenders protection for their inventions by relying on patents and trade secrecy. Indeed, look no further than the fact that several top law firms have publicly alerted clients to the possibility. 58 And, unfortunately, withholding invention specifics for trade secret protection is a strategic move that even a risk-averse inventor might consider. (2011), http://www.venable.com/files/ Event/b109636b-04ee-4ea8-82f9-0fe256895686/Presentation/EventAttachment/ b6fe68b7-41c6-4a0e-987c-7adc9ca5e111/AIA_Webinar_2011_12_06.pdf ("Strategic opportunity: . . . Disclose and claim general aspects of an invention in an application. But maintain a specific 'best mode' aspect of an invention as a trade secret."). 59 As recent history shows, some patentees have been reluctant to make full disclosures in the face of uncertainty about the limits of the best mode requirement. For example, many inventors seeking early software patents chose not to disclose their source code to the PTO, even though that code arguably represented their preferred embodiment. See Fonar Corp. v. Gen. Elec. Co., 107 F.3d 1543, 1549 (Fed. Cir. 1997) (" [W] here software constitutes part of a best mode . . . , description of such a best mode is satisfied by a disclosure of the functions of the software."). Similarly, many early biotech inventors chose not to disclose the specific cell lines used to produce their products. See Amgen, Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1212 (Fed. Cir. 1991) (holding that the best mode requirement during prosecution is limited given that patent examiners generally lack the resources and tools necessary to investigate inventors' subjective knowledge of preferred embodiments.
60 Also, by the time a patent is litigated in court, there is little hope that an accused infringer can determine from the face of a complaint whether the patentee's parallel trade secret claim is based on information held back from the PTO years earlier. 61 The "best mode" the inventor must disclose is the one she subjectively believed to be best at the time the patent application was filed, which of course is not necessarily the embodiment that is objectively superior to all others at the time of litigation.
62 Thus, short of uncovering a smoking gun in discovery, an accused infringer often cannot tell ex post that a trade secret asserted today was the patentee's best mode years prior.
Moreover, the AIA's expansion of prior user rights considerably reduces the risks associated with protecting preferred embodiments as trade secrets. Before patent reform, a trade secret holder ran the risk that another inventor might independently discover the same technology and obtain a patent. 63 
If that
Amgen did not violate the best mode requirement by failing to deposit with the PTO the cell line it used to create EPO). 60 Vacca, supra note 30, at 294; see also U.S. DEP'T OF COMMERCE, U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE § 2165.03 (8th ed., 9th rev. 2012) ("It is extremely rare that a best mode rejection properly would be made in ex parte prosecution. The information that is necessary to form the basis for a rejection based on the failure to set forth the best mode is rarely accessible to the examiner, but is generally uncovered during discovery procedures in interference, litigation, or other inter partes proceedings."). In addition to the ex parte nature of patent prosecution, a patent examiner will spend just 18 hours total on the average application he reviews. 'mode' that must be disclosed is not the best in fact but rather the one believed to be best by the inventor."). 63 This is because trade secrecy does not protect against independent invention, and under the previous version of 35 U.S.C. § 102(g), a prior inventor who happened (and the invention was not a business method 64 ), the trade secret holder would be liable for infringement of the independent inventor's patent unless she ceased using the heretofore-secret technology after the patent issued. Post patent reform, however, many incumbent trade secret holders need no longer fear patent infringement claims, as the expanded prior user rights in the AIA provide a defense to infringement for any person who "commercially used" an invention at least one year before the earlier of the asserted patent's filing date and the first public disclosure of the patented invention.
65

B. The Costs and Benefits of Concurrent Protection
If patentees in fact change strategy and attempt to withhold preferred embodiments for trade secret protection, the result will be suboptimal for the patent system and the public more generally. 66 For one, the change means that inventors can retain potentially perpetual rights (though admittedly narrow ones) in 2012)) (explaining that this prior user defense applies to inventions that are "a process . . . , a machine, manufacture or composition of matter used in a manufacturing or other commercial process"); see also Karshtedt, supra note 9, at 333-34 (contending that prior user rights in the AIA "appear to encourage trade secrecy" in lieu of patent protection because "while the owner of a trade secret may still end up facing the patenting of the same invention by a subsequent inventor, he or she now has a new defense against infringement of the patent"). However, this prior commercial user defense is limited by several constraints, including that it creates only a nontransferable personal defense and that the defense does not apply if the patent was "owned or subject to an obligation of assignment" to an institution of higher education. AIA § 5(e) (codified at 35 U.S.C.A. § 273(e) (West 2012)). 66 In this Essay, we do not take a normative position regarding the relative merits of patents vs. trade secrecy in promoting innovation generally. Rather, our more limited objective is to explain how the AIA has unexpectedly opened the door to dual patent and trade secret protection for the same invention and some of the undesirable consequences that may flow from this development. their inventions despite receiving a patent. This undermines the fundamental disclosure-for-limited-monopoly exchange at the heart of the patent system. Encouraging inventors to disclose their secret inventions and thereby ensuring that they eventually enter the public domain has long been viewed as one of the primary justifications for exclusive patent rights. 67 Elimination of the best mode requirement, therefore, may tilt the balance underlying the patent system in favor of inventors, who can now obtain exclusive rights while giving up fewer valuable secrets, at the expense of the general public, which may continue to see supracompetitive prices for technologies protected by best mode trade secrets after contemporaneously-issued patent rights expire.
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This reform also provides a strong incentive for inventors to include in current and future patent applications less detail than in applications prosecuted in prior decades. In light of widespread dissatisfaction in the patent community with the level of disclosure and detail in many patents now in force, 69 any reform that lowers the disclosure bar is due a heavy dose of skepticism. 67 See, e.g., Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 736 (2002) ("[E]xclusive patent rights are given in exchange for disclosing the invention to the public."); Anderson, supra note 66, at 928 (" [T] heorists justify the patent system as a means of inducing the creation and disclosure of new and useful inventions. . . . The goal is that in exchange for a twenty-year period of exclusivity, inventors will be incentivized to create new and useful inventions and then reveal those innovations to the public."). 68 Congress' decision to weaken the "quid pro quo" rationale for patent rights also comes at a time when some scholars have expressed serious doubts about common justifications for the patent system. (explaining that due to "drafting strategies meant to ensure that patents are interpreted broadly by the courts . . . engineers often find it difficult to extract useful information" from them). But cf. Ouellette, supra note 18, at 534 (finding in a survey of nanotechnology researchers that 45% reported having read at least one patent to obtain technical information).
All that said, is patent law nonetheless better off without a best mode litigation defense? We doubt it. Under scrutiny, Congress's justifications do not hold much water. First, although the decision to eliminate the best mode defense was primarily made to reduce litigation costs, 70 there is good reason to believe the savings will be modest in most cases, while in others the reform may actually act to increase costs.
In any case where a trade secret claim might be asserted along with patent rights 71 -typically when the accused infringer is a former employee, business partner, or prospective customer of the patentee 72 -the existence of best mode trade secrets may extend litigation considerably. In these cases, even if the patent-insuit is invalidated in pretrial proceedings or on reexamination by the PTO, the patentee may continue to pursue the case on the remaining trade secret claim. 73 A patentee may also benefit in other ways from bringing a parallel trade secret claim. Most notably, while preliminary injunctions are relatively uncommon in patent cases, 74 rightsholders asserting trade secret claims obtain a prelim 70 See supra notes 38-39 and accompanying text; see also Sheppard, supra note 7. 71 Prior to the AIA's passage, one study suggested that parallel assertion of patent and trade secret claims was relatively uncommon. See Christopher A. , asserts an infringement or invalidity defense that the patentee cannot prove 'lacks substantial merit,' the preliminary injunction should not issue.") (internal preliminary injunction more than one-third of the time. 75 Consider, for example, an inventor who files a patent application covering the formula for a new plastic resin, but chooses not to disclose certain additional ingredients she uses to augment her own commercial embodiment. 76 The PTO fails to discover this nondisclosure and issues a patent for the resin. Meanwhile, the patentee protects her augmented version of the resin formula as though it were a trade secret. In future litigation, the inventor could bring claims for both patent infringement and trade secret misappropriation. Even if the accused infringer successfully invalidates the patent, post-AIA the case can continue on the theory that the accused infringer misappropriated the trade secret. 77 Moreover, the inventor may have a better chance obtaining a preliminary injunction by virtue of the parallel trade secret claim, which could impose holdup costs on the accused infringer and lead to a quick, lucrative settlement that exceeds the invention's actual economic value.
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In other patent cases, the cost savings associated with eliminating best mode as a litigation defense may be quite modest, or even nonexistent, because the change likely will not significantly reduce the volume of discovery. In post-AIA patent litigation, there is little reason to think that inventors will not be citation omitted). As a result, few patentees bother to ask for preliminary injunctive relief unless the patent-in-suit has already survived scrutiny in a prior enforcement action. And even those who believe their infringement claims are strong enough to justify the expense of a motion prevailed in preliminary injunction requests just 30% of the time during [2010] [2011] Cir. 2011 ) (affirming summary judgment of invalidity of patent that failed to disclose certain ingredients used in inventors' preferred formula and kept by inventors as a trade secret). 77 Even when the accused infringer can advance evidence of independent invention, which is a defense to trade secret misappropriation, it is unlikely this issue will be resolved on summary judgment in any case where the inventor can proffer evidence of at least constructive knowledge of the secret information, as independent invention (or lack thereof) is a question of fact. deposed, will be deposed for less time, or that substantially fewer documents will be requested or reviewed in discovery as a result of the AIA's treatment of best mode. So long as inequitable conduct remains a viable defense, 79 accused infringers will still undertake expensive discovery to uncover what the inventor knew at the time his application was filed. 80 To be sure, best mode's elimination may occasionally knock a paragraph or two from accused infringers' summary judgment briefs and shorten the list of issues for trial. But we believe these savings are overstated by best mode critics. As a fact-bound inquiry, 81 best mode invalidations are rare at the summary judgment stage, and of course most patent cases settle before a summary judgment ruling. 82 Also, like other types of complex civil litigation, only a small percentage of patent cases go to trial, 83 and those that do are typically so complex that the myriad issues remaining will expand to fill the void left by best mode's elimination.
Some legislators' additional criticism of best mode as overly subjective 85 also misses the mark. Though it is true that proving a best mode violation requires proof of the inventor's subjective beliefs about the superiority of a particular embodiment, 86 that subjective intent may be proven by inference from evidence obtained in discovery that is otherwise objective in nature-e.g., data from an analysis of various embodiments of the invention showing that one outperforms the others. 87 Moreover, despite some legislators' expressed desire to align U.S. disclosure requirements with those of other countries, 88 best mode reform in its current form does very little, if anything, to advance patent law harmonization. In fact, the reform reduces patent prosecution costs for foreign inventors only to the extent it facilitates applicants' ability to ignore the best mode requirement altogether and obtain U.S. patents with copies of foreign applications that do not disclose preferred embodiments. 89 course, is precisely what we fear will happen, and may well explain why legislators who hoped to bring U.S. disclosure requirements in line with those elsewhere in the world agreed to a compromise that retained the best mode requirement but in an emasculated form. Finally, we believe Congress's calculus on this issue failed to give proper weight to the fact that best mode may be more valuable to accused infringers as a shield rather than a sword. While best mode rarely acts to affirmatively invalidate a patent, it has seemingly proven effective as a deterrent to parallel trade secret claims in U.S. patent litigation. Before the AIA, an accused infringer faced with simultaneous patent and trade secret claims on the same technology could usually argue that the asserted patent was invalid for not disclosing the asserted trade secret as the best mode for practicing the patented invention. In other words, the claims seriously undermined one another. 90 Patentees thus tended to forego trade secret claims for fear of jeopardizing their patent rights. In our estimation, best mode critics have focused too little on this invisible hand of deterrence-a deterrence that no longer exists unless courts can fashion an alternative enforcement mechanism not precluded by the AIA.
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C. A Potential Response to Best Mode Trade Secret Claims
Fortunately, the AIA appears to have left enough wiggle room for accused infringers to advance, and courts to apply, an alternative means of policing best mode violations. 92 In this final 90 See, e.g., Joseph N. Hosteny, Patent or Trade Secret: Which One is Best?, IP TODAY 2 (Aug. 2000), http://www.hosteny.com/archive/hosteny%2008-00.pdf (describing a case in which the inventor's parallel trade secret claim was used to invalidate his patent on best mode grounds).
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Lee Petherbridge and Jason Rantanen have identified another underappreciated benefit of the best mode requirement: it prevents others from patenting improvements to existing inventions that are obvious in light of disclosed preferred embodiments. See Petherbridge & Rantanen, supra note 56, at 127-30. 92 Others have written about deterrents to best mode concealment that focus on punishing lawyers later found to have assisted clients with the prosecution of patent applications that conceal best mode. See Vacca, supra note 30, at 299-301; Sheppard, supra note 7. In this Essay, we focus instead on avenues that accused infringers and courts can use to enforce the best mode requirement ex post in litigation. We see this as the preferable solution for at least two reasons. First, inventors who wish to hold back best mode information may not share this intent with their counsel. Counsel who unknowingly prosecute deficient patents cannot be found to have acted unethically. Second, as a practical matter, best mode concealment will likely be uncovered only through discovery in patent litigation, and only about one percent of patents are ever litigated. See Love, supra note 61, at *8, n.38 (finding that roughly 1.1% of issued patents are litigated); Lemley, Rational Ignorance at the Patent Office, supra note 60, at Section, we outline one possible avenue for pursuing best mode violators in litigation without defying the AIA's requirement that an undisclosed best mode will no longer render a patent "invalid or otherwise unenforceable." 93 First, for best mode to continue to play any role in litigation, accused infringers must have access to relevant discovery.
Without the opportunity to probe inventors' understanding of their inventions prior to applying for patent protection, best mode violations will virtually always go undetected. 94 As we suggest above, though, this should be a very low hurdle to best mode enforcement in litigation. Routine discovery into possible inequitable conduct by the inventor already covers the same ground. Further, even if evidence supporting a traditional best mode defense is no longer admissible at trial, an applicant's knowledge of a best mode seems "reasonably calculated to lead to the discovery of admissible evidence" relevant to a claim of inequitable conduct (not to mention the equitable defenses mentioned below). 95 Second, if discovery reveals an undisclosed best mode, nothing in the AIA prohibits an accused infringer or court from looking to equitable defenses for a response.
Before the development of the modern defenses of "inequitable conduct" and "patent misuse," courts in patent cases routinely applied instead the amorphous equitable doctrine of unclean hands, 96 which was specifically designed to flexibly combat sharp legal maneuvers. 97 Though it gradually fell out of fashion, we are aware of nothing that would prevent an accused infringer from invoking the doctrine now as a basis for a modicum of relief in a patent case short of invalidity or unenforceability of the patent in suit. 98 In fact, unclean hands seems perfectly suited for that purpose-the doctrine "extend[s] to any inequitable, unconscionable, or bad faith conduct that is connected to the case" 99 and grants courts a "wide range . . . of discretion in refusing to aid [an] unclean litigant." 100 Relying on unclean hands, a court could at minimum dismiss a parallel trade secret claim brought in a case where the asserted trade secret should have been disclosed as the best mode in the inventor's patent. 101 Accused infringers can reasonably argue that it is unjust for courts to allow patentees to violate the best mode requirement and then improperly reap the benefits of their misconduct by turning to trade secrecy. Most importantly, because this remedy only limits the patentee's recourse to trade secret protection without impacting her patent claims at all, it would not run afoul of the AIA's restriction on best mode litigation defenses.
In fact, unclean hands could do even more work for an accused infringer facing a best mode violator by, for example, limiting the types of available relief in the underlying patent case. Patent claims are not completely sacrosanct under § 15 of the AIA; rather, it precludes only those responses to a best mode violation that would render the patent invalid or unenforceable. Thus, courts could presumably rely on unclean hands to limit a patentee's equitable remedies, specifically injunctive relief, for failing to disclose best mode. It is long established that a plaintiff "cannot be awarded equitable remedy where it has gained an advantage by fraud or deceit" 102 and, in other contexts, courts have recognized that a patentee's unclean hands will bar the issuance of an injunction. 103 This principle easily could be extended to prevent a preliminary or permanent injunction if the patentee has acted deceitfully in failing to disclose best mode. * * * Thus, while Congress may have unwittingly opened the door for best mode trade secrets, it may likewise have unwittingly left courts enough leeway to fashion equitable remedies that substantially remediate the problem. Though less effective than the litigation defenses eliminated by the AIA, these measures can help courts and accused infringers ensure that patent holders do not benefit from failure to disclose valuable information that rightfully belongs in the public domain after the patent's expiration, rather than locked away potentially indefinitely as a trade secret.
